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Qpi ni on by Hanak, Adm nistrative Trademark Judge:

Rem ngt on Products Conpany (applicant) seeks
regi stration of REM NGION in typed capital letters for
"conputers, |aptop conputers, word processors, electronic
| earni ng devi ces; nanely hand-held conputers, audio
products; nanely video tape recorders, cantorders,
tel evi sions and tel ecomruni cati ons nmachi nes; nanely,
t el ephones and tel ephone answering machines.” The intent-

to-use application was filed on April 7, 1994.
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In her first office action, the Exam ning Attorney
refused registration pursuant to Section 2(e)(4) of the
Lanham Trademark Act on the basis that applicant’s mark
REM NGTON "is primarily nerely a surnane.” In support of
her refusal, the Exam ning Attorney referenced the PHONED SC
U S. A database (1994 ed.) showi ng that out of over 76
mllion listings, there were approximately 1900 i ndi vi dual s
wi th the surnane REM NGION. However, in that first office
action, the Exam ning Attorney went on to note that the
"applicant may register a surname under Trademark Act
Section 2(f) ... by establishing acquired distinctiveness.

The applicant may present any of the following to establish
distinctiveness. (1) The applicant may rely on a claim of
ownership of one or more prior registrations on the
Principal Register for a mark which is the same as the mark
in this application for the same or related goods...."

In response, applicant noted that its trademark
REMINGTON is not the surname of any particular individual,
and that its mark REMINGTON was in fact "coined.” Thus,
applicant contended that the foregoing prevents "the mark
[REMINGTON] from being primarily merely a surname.” In the
alternative, applicant claimed the benefits of Section 2(f)
as suggested by the Examining Attorney by referencing many

of its existing registrations of REMINGTON.
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In her second office action, the Exam ning Attorney
mai nt ai ned that REM NGITON was primarily nerely a surnane.
Wth regard to applicant’s 2(f) claim the Exam ning
Attorney acknow edged that "the applicant owns 23 current
REM NGTON regi strations"” covering a very wde array of goods
including in particular the follow ng: calculating
machi nes; facsimle nmachines and parts thereof; radios; and
pens and pencils.

However, the Exam ning Attorney rejected applicant’s
section 2(f) claimstating that "none of these goods
[covered by the existing REM NGION regi strations] are
closely related to the conputer products, videotape
recorders, canctorders, televisions, tel ephones and tel ephone
answering machi nes that are covered by the instant
application.”

When the refusal was nmade final, the applicant appeal ed
to this Board. Applicant and the Examning Attorney filed
briefs. Applicant did not request a hearing.

Considering first whether REMNGITON is primarily merely
a surnanme, we find that this is a very close question. In
deci ding whether REM NGTON is primarily a surnanme, there are

three objective factors to be considered. 1In re Benthin

Managenent, 37 USPQ2d 1332 (TTAB 1995). One factor to be
consi dered is whether REM NGTON has any "recogni zed neani ng

other than that of a surnane.” 37 USPQd at 1333. Wile
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applicant clainms that REM NGTON is "coined," by the sane
t oken, applicant has not provided any evi dence suggesting
that REM NGION has any ot her neaning. Thus, this factor
wei ghs in favor of finding that REM NGTON is primarily
merely a surnane.

A second factor to be considered is whether there is
anyone connected with applicant who has the surnane
REM NGTON.  Applicant has stated that REM NGTON i s not the
nanme of any particular individual. Wile this is not an
explicit statement that there is no one by the nanme of
REM NGTON associated with applicant, we find that it is an
inplicit statenent, especially because the Exam ning
Attorney never inquired further of applicant as to whether
there was anyone associated with applicant whose nane was
REM NGTON. Thus, this second factor weighs in favor of
finding that REM NGION is not primarily nerely a surnane.

Finally, the third objective factor in determ ning
whether REM NGTON is primarily nerely a surnane is "the
degree of [its] rareness."” 37 USPQ2d at 1333. Wile at
first blush the existence of 1900 individuals with the
surnanme REM NGTON woul d suggest that this surnane is by no
means rare, by the same token, it nust be renenbered that
t he dat abase from which these 1900 individuals were | ocated
consists of over 76 mllion people. Hence, we find that

while REM NGTON is by no neans a decidedly rare surnane, by
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the sane token, it is by no neans a common surnane. Thus,
this third factor is neutral.

In summation, we find, as previously noted, that the
guestion of whether REMNGTON is primarily nerely a surnane
Is an extrenely close one. Under such circunstances, even a
very nodest showi ng pursuant to Section 2(f) would be
sufficient to establish that REM NGTON has becone sonet hi ng
other than primarily nmerely a surnane.

As previously noted, the Exam ning Attorney has
acknow edged that there are 23 existing registrations of
REM NGTON owned by applicant, one of which dates to 1939.
Wil e a nunber of these registrations cover goods which are
in no way related to the goods for which applicant now seeks
to regi ster REM NGTON, sonme of the registrations cover goods
which are clearly related to the goods of the present
application. As noted before, these goods include
cal cul ati ng nmachi nes, which are clearly related to
conmputers; radios, which are clearly related to tel evisions;
and facsim | e machines which are tel econmuni cati ons machi nes
and hence are clearly related to tel ephones and tel ephone
answering machi nes. Moreover, neither Trademark Rul e
2.41(b) nor case | aw supports the Exam ning Attorney’s
contention that the goods of the existing registrations nust
be "closely related" to the goods of the pending

application. (Exam ning Attorney’s brief page 9, enphasis
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added). Trademark Rule 2.41 reads, in pertinent part, as
follows: "In appropriate cases, ownership of one or nore
prior registrations on the Principal Register or under the
Act of 1905 of the sanme mark may be accepted as prima facie
evi dence of distinctiveness.”" This Board allowed, pursuant
to Section 2(f), registration of the surnanme LYTLE for
"brochures, catal ogs and bulletins" based on the fact that
applicant owned an existing registration of the same mark
for the services of "planning, preparation and production of

technical publications.” |In re Lytle Engineering, 125 USPQ

308 (TTAB 1960). In so doing, the Board stated as foll ows:
"Consi dering the obvious rel ati onship between the services

Identified in applicant’s registration and the goods for

which it seeks registration herein, it is concluded that a
prima facie show ng of distinctiveness has been nmade." 125
USPQ at 309 (enphasis added). |If anything, the

af orenenti oned goods of applicant’s prior registrations bear
nore of an "obvious relationship" to applicant’s current
goods than did the services and goods set forth in Lytle

Engi neeri ng.
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Decision: The refusal to register is reversed.

E. W Hanak

G D. Hohein

P. T. Hairston

Adm ni strative Trademark
Judges, Trademark Tri al
and Appeal Board
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